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I. INTRODUCTION

When Hercules faced the Hydra, the task before him seemed hopeless and
impossible. The serpentine water monster was a ruthless and fearsome
opponent; with poisonous breath and blood, and multiple heads full of clashing,
angry teeth, the Hydra seemed impossible to slay. Even Hercules, with the
swiftness of his feet, and his skill with his sword, seemed to be no match for the
Hydra. Each time he went to cut off one of its hissing heads, two more would
grow back in its place. Mythology's greatest hero was quickly losing the battle.
Hercules' struggle with the Hydra is analogous to how many trademark
owners feel trying to protect their marks from online counterfeiters. The rise of
the Digital Age has brought with it a proliferation of online trademark
infringement claims-particularly in the area of counterfeit trademarks. To put
it mildly, the internet is a counterfeiter's dream and a trademark owner's
nightmare. As some scholars have pointed out, "[ft]he virtually impenetrable
shield of online anonymity has created an environment where, for the first time,
counterfeiters publicly and brazenly advertise, with impunity, that their products
are indeed counterfeit."' The internet has thus created a new monster for
trademark owners to fight in the courtroom-one that is costing trademark
2
owners hundreds of billions of dollars each year.
Prior to the internet, trademark owners could concentrate their efforts of
protecting their marks from counterfeiters by simply focusing on a finite number
3
of urban areas where it was well-known that counterfeiters existed. The onset

1 Jeffrey A. Lindenbaum & David Ewan, Catch Me ifYou Can:AnAnalysisofNew Enforcement
Measures and ProposedLegislation to Combat the Sale of Counterfeit Products on the Internet, 32 PACE L.
REV. 567 (2012).
2 Co7*areJosephM. Forgione, Countefeiting, Couture, andthe Decline ofConsumer Trust in Online

&

Markeplace Plaorms, 61 N.Y.L. SCH. L. REv. 195, 196 (2016-2017) ("The estimated value of
global trade in counterfeit and pirated goods in 2013 was $461 billion.") (citing OECD
EUIPO, TRADE IN COUNTERFEIT AND PIRATED GOODS: MAPPING THE ECONOMIC IMPACT
11 (2016)), with U.S. Customs Announces International Countefeit Case Involving CaterpillarHeaty
2002),
BORDER
PROTECTION
(May
29,
U.S.
CUSTOMS
AND
Equpment,
00

2/

52 002

/

http://www.cbp.gov/xp/cgov/newsroom/news-releases/archives/legacy/2

05292002.xml (noting that American "businesses and industries lose about $200 billion a year
in revenue and 750,000 jobs due to the counterfeiting of merchandise.").
3 See Lindenbaum & Ewan, supra note 1 (providing the example of New York City's
Chinatown district, a known center for the trafficking of counterfeit goods); see also Esther,

Canal Street

-

Gucci

&

Prada..., N.Y.C.

TRIPPERs

(Apr.

21,

2017),

https://

(providing information on
www.newyorkcitytrippers.com/posts/canal-street-gucci-prada
where and how to buy counterfeit handbags in New York City's Chinatown); Karen Anthony,

City, N.Y. SHow TICKETS,
Guide to Buying Fake Handbags in New York
https://www.nytix.com/NewYorkCity/articles/handbags.htmi (last visited Oct. 3, 2018)
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of the internet now severely hinders a trademark owner's ability to protect their
mark from counterfeiters. The face of anonymity that is unique to the internet
provides cover for counterfeiter's illegal activity and makes pursuing claims
against them difficult if not impossible. Furthermore, websites advertising or
selling counterfeit goods or marks can be created with minimal effort and
financial hardship. 4 Like the Hydra's regenerating heads, online counterfeiters
can create an infinite number of different infringing websites almost as soon as
one has been disabled. Thus, thousands upon thousands of counterfeit websites
can exist simultaneously-creating a perpetual cycle which renders traditional
methods of enforcement ineffective and cost-prohibitive.5 Faced with this
difficult reality, it is imperative that the current method of bringing and enforcing
counterfeit suits will have to evolve in order for trademark owners to win the
battle against these anonymous, online counterfeiters.
Until the current method of bringing and enforcing online counterfeit suits
has a chance to evolve, trademark owners will need to capitalize on existing
resources and strategies. One such strategy is for trademark owners to engage in
forum shopping tactics. In many online counterfeit suits, the websites selling the,
infringing goods are owned and operated by entities residing outside of the:
United States - principally in China.6 Many of these defendants also list.
fictitious addresses for where they are headquartered or conduct their business. 7
The lack of incorporation and place of business allows for greater flexibility in
where a plaintiff brand owner can file. This is likely because, by hypothesis, the
selling of goods to customers in a particular state is generally enough to establish
personal jurisdiction. As such, jurisdiction is appropriate in a far greater number
of forums than in traditional cases of trademark counterfeit or infringement suits.
The wide range of options trademark owners have in selecting an appropriate
forum is of considerable interest for three reasons. First, in trademark law, state
courts have concurrent jurisdiction with federal courts.8 When trademark suitsare filed, a plaintiff may choose to bring claims in state or federal courts, or both,
regardless of where the goods bearing the infringing mark were made or sold.9
Accordingly, each state has established an independent statutory scheme for

(providing similar information about buying handbags in Chinatown, but also noting the
ethical implications of knowingly buying counterfeit goods).
4 See Lindenbaum & Ewan, supranote 1.
5 Id.
6 See Lindenbaum & Ewan, supranote 1, at 580
7 Id.
8 MARK P. MCKENNA, Trademark Law's Faux Federalism, INTELLECTUAL PROPERTY AND
THE COMMON LAw 288 (Shyamkrishna Balganesh ed., 2013); see also Jeremy M. Wilson et al.,
Product Counterfeiting Legislation in the United States: A Review and Assessment of Characteristics,
Remedies, and Penalties, 106 J. CRIM. L. & CRIMINOLOGY 521, 534 (2016).
9 See Wilson et. al., supra note 8; PETER HLAVNICKA ET AL., PROTECTING THE BRAND:
COUNTERFEITING AND GRAY MARKETs

§

11.02 (2013).
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Because states have created statutory schemes
protecting trademarks.'
and from federal law, the remedies and damages
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their
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claim for the
may be more likely
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some
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of
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own independent
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that
on
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relief
and
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damage
higher
reward
to
scheme.
statutory
The second reason for brand owners' considerable interest in finding the
most appropriate forum rests on the fact that many courts have created a number
of procedural vehicles that help make the process of dismantling these infringing
websites easier. Some of these methods include service by email, the joinder of
unrelated defendants, a lower threshold of evidentiary support (to establish that
the listed websites are indeed selling counterfeit goods), the directing third parties
to take certain actions, and the setting of a low bond for plaintiffs seeking an
13
order for the seizure of the defendant's counterfeit goods. The combination of
these different court-created procedural vehicles for counterfeit trademarks
provide a picture of which solutions work best for plaintiffs in fighting these
types of online counterfeiting suits.
The last, and perhaps most interesting, reason is that different jurisdictions
exercise a wide range of discretion when it comes to awarding statutory damages.
The immense discretion a court has in awarding damages under the Lanham
Act,1 4 and other federal laws which govern improper use of trademarks, have led
to varying results in court-awarded damages among jurisdictions. While statutes
such as the Lanham Act provide for specific types of remedies, the statutory
language is overly broad and does not provide clear instructions for courts to set
damages amount for each violation outside of a stated minimum/maximum
amount. In effect, such broad language gives courts extensive discretion in
awarding damages in online trademark counterfeit suits. This immense discretion
therefore opens the door to substantial variation in the amounts awarded across
jurisdictions.
This Note proceeds in two main parts. Part II provides a background for
understanding trademark counterfeiting claims and remedies. It first examines
the federal trademark protections alongside the state trademark protections and

10 Wilson et al., supra note 8.

11 Id.; see also HLAVNIcKA ET AL.,

supra note 9, at 5 9.02.
Wilson et al., supra note 8, at 536.
13 Id. at 539-42 (providing a comprehensive report of different courts' procedural
allowances when faced with online trademark counterfeit suits).
14 15 U.S.C. 55 1051 et seq. (2002) (also known as the Trademark Act of 1946).
12
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details the way in which they differ. Part II then breaks down the number of
online trademark counterfeit cases filed in the United States and notes the
percentage of those cases which are filed predominately in three federal district
courts. Because it is difficult to comprehensively track this data, the principle
import of the referenced statistical breakdown should be understood only as
attempting to draw general conclusions from rough data. After examining these
statistics, part II then looks at case law from the jurisdiction in which the majority
of online trademark counterfeiting claims are filed, in an effort to explain why
thatparficularjurisdiction is favored by trademark owners over others. Following
this background, Part III proposes revisions to the Lanham Act which might
cure the forum shopping epidemic while also making relief easier to obtain across
all jurisdictions.
II. BACKGROUND
A. FEDERAL AND STATE LEGISLATION AND REMEDIES

1. The Lanham Act. Enacted by Congress in 1946, the Lanham Act was
designed as "a mechanism for registration and a federal cause of action to
vindicate one's rights."15 It prohibits not just false designations, advertising, or
descriptions of a registered mark, but also the selling of goods using a mark not
registered to the producer of the goods.16 In essence, the Lanham Act protects
against not just improper uses of a trademark, but counterfeiting as well.
The statute defines a counterfeit mark as either "a mark that is registered on
the principal register in the United States Patent and Trademark Office for such
goods or services sold, offered for sale, or distributed and that is in use, whether
or not the person against whom relief is sought knew such mark was so
registered," 17 or "a spurious designation that is identical with, or substantially
indistinguishable from, a designation as to which the remedies of this chapter are
made available by reason of section 220506 of title 36."18
Despite the Lanham Act's anti-counterfeiting aims, some consider it
"ineffective given the complexities of the counterfeiting operations in different
industries (e.g. luxury goods versus pharmaceuticals) facing society today." 19 Part
15 McKENNA, supra note 8, at 292.

16 15 U.S.C.

1051-1141 (n).

17 15 U.S.C. 5 1116 (d)(1)(B)(i).
18 Id. at (d)(1)(B)(ii) (noting an exception for marks manufactured or produced by those
authorized by the trademark owner to use the mark at the time in question).
19 Wilson et al., supra note 8; see also Sandra L. Rierson, PharmaceuticalCounterfeiting and the
Pu! e ofRemedies, 8 WAKE FOREST INTELL. PROP. L.J. 433, 454-55 (2008) (discussing the issues
of the Lanham Act's remedial structure for counterfeiting cases in the pharmaceutical
industry); and Casey L. Tripoli, Fashion Forward:The Needfor a ProactiveApproach to the Counterfeit
Epidemic, 41 BROOK. J. INT'L L. 875 (2016) (examining counterfeiting remedies under the
Lanham Act within the context of luxury goods and the fashion industry); accordJoseph M.
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of the reason some find it ineffective is that counterfeiting under the Lanham
Act is limited to civil liability since the criminal sanctions contemplated by
20
Congress were dropped in favor of a system of civil remedies. These remedies
23
22
2
include injunctions, 1 treble damages, reasonable attorneys' fees, confiscation
24
destruction of all labels and signs bearing the
of the defendant's profits,
26
25
of all equipment used to produce the mark,
destruction
the
counterfeit mark,
27
a temporary restraining order that may be issued ex parte, and the enabling of
2
U.S. Marshalls to search and seize counterfeits. 8 Additionally, the Lanham Act
allows for a trademark owner to elect to recover statutory damages, as opposed
29
to actual damages, for counterfeit marks. The language concerning these
statutory damages allows the court to exercise broad discretion in how much
should be awarded per infringement of each counterfeit mark. The statute
provides that the amount of statutory damages should be "not less than $1,000
or more than $200,000 per counterfeit mark per type of goods or services sold,
30
offered for sale, or distributed, as the court considers just," or "if the court
finds that the use of the counterfeit mark was willful, not more than $2,000,000
per counterfeit mark per type of goods or services sold, offered for sale, or
3
distributed, as the court considers just."
The language of the statute therefore does not provide much instruction for
the court in determining the amount of damages that should be awarded, but
instead gives courts great deference. As such, the particular amount awarded can
vary widely between cases and jurisdictions. Since the court has broad discretion,
the deterrent effect of the remedies may not be as effective as the drafters of the
Lanham Act had hoped. Furthermore, despite the number of remedies available
under the statute, courts have sometimes been unwilling to enforce some of
32
those remedies because it is discouraged by the Federal Sentencing Guidelines.
Another barrier for trademark owners seeking relief is the fact that the Lanham
Forgione, Counterfeiting, Couture, and the Declne of Consumer Trust in Onkne Marketplace Pl4orms,
61 N.Y.L. ScH. REv. 195 (2017); andSam Cooks, The Hoods Who Move the Goods:An Examination
ofthe Booming InternationalTrade in CounterfeitILuxuy Goods and an Assessment of theAmerican Eforts
to Curtailits Prokiferation, 17 FoRDHAM INTELL.PROP. MEDIA & ENT. L.J. 501 (2006).
20

Id.

15 U.S.C. §1116.
2 15 U.S.C. 1117.
21

23 Id.
24

Id.

25

15 U.S.C.

26

Id.

27

30

15 U.S.C. 1116.
Id. at (d)(9)
15 U.S.C. 5 1117(c).
Id.

31

Id.

32

Wilson et al., supra note 8, at 529-30.

28
29

1118.

https://digitalcommons.law.uga.edu/jipl/vol26/iss2/6

6

Feagle: Fighting the Faceless Foe Known as the Online Trademark Counterfe

2019]

FIGHTING THE FACELESS FOE

309

'

Act places the burden on plaintiffs to find and establish a case against online
counterfeiters-a cost of both the plaintiff brand owner's time and resources. 33
The perceived ineffectiveness of the Lanharn Act in combatting trademark
counterfeiting likely lends itself to the two-fold problem in that the statute's
deterrent effects have not always worked as well as the drafters intended, and
that trademark owners still feel most of the burden and expense of fighting it in
court.
2. Supplemental FederalLegislation to the Lanham Act. Because the Lanham Act
does not provide the most comprehensive protections against counterfeiting of
trademarked goods, a series of laws have been passed to act as supplements. 34
The first of these supplemental pieces of legislation was the Trademark
Counterfeiting Act of 1984.35 This Act was passed to increase criminal sanctions
for counterfeit marks.36 These sanctions included establishing larger monetary
fines in addition to prison time. 37 Such criminal sanctions were set at $250,000
and up to five years in prison for a first offense, and $1,000,000 and up to fifteen
years in prison for additional offenses.38
In addition to the Trademark Counterfeiting Act of 1984, Congress created
the Anticounterfeiting Consumer Protection Act of 1996.39 This was enacted to
help address the weaknesses of the 1984 Act in an increasingly globalized
market.40 In addition to giving law enforcement more authority and resources to
deal with counterfeiters, the Act also strengthened both criminal and civil
provisions of the Lanham Act and the 1984 Trademark Counterfeiting Act.4
The increased criminal penalties under this Act were intended to deter
counterfeiters who had not previously been as deterred under the existing federal

33 Id. at 530 (citing Rod Kinghorn & Jeremy M. Wilson, Anti-Countefeit Strategy for Brand
Owners, ACAPP BACKGROUNDER (Oct. 2013), http://a-capp.msu.edu/sites/default/files/

BusinessSolutionsFINAL.pdf); Jeremy M. Wilson & Rodney Kinghorn, A Total Business
Approach to the GlobalRisk ofProduct Counterfeiting, 10 GLOBAL EDGE Bus. REv. 1 (2016)).

34 Id.
3s Trademark Counterfeiting Act of 1984, Pub. L. No. 98-473, 98 Stat. 2178 (codified as
amended at 18 U.S.C. 2320 (2012)).
3 Wilson et al., supra note 8, at 530 (citing 18 U.S.C. 5 2320; David J. Goldstone & Peter
Toren, The Criminali.ationof Trademark Counterfeiting, 31 CONN. L. REv. 1, 6 (1998)).
37 Id. (citing 18 U.S.C. 5 2320; BrianJ. Kearney, The Trademark CounterfeingAct of1984:A
Sensible Legislative Response to the Ills of Commercial Counterfeiting, 14 FORDI-IM

(1986)).
38 Id. (citing 18 U.S.C.

§ 2320(b);

U.L.J. 115, 121

HLAVNICKA ET AL., supra note 9).

39 Anticounterfeiting Consumer Protection Act of 1996, Pub. L. No. 104-153, 110
Stat.

1386 (1996) (codified as amended in scattered sections of 18 U.S.C.).
4 Wilson et al., supra note 8, at 531 (citing DAVID M. HOPKINS ET AL., COUNTERFEITING
EXPOSED: PROTECTING YouR BRAND AND CONSUMERS 151 (2003)).
41 Id. at 531-32 (citing Anticounterfeiting Consumer Protection Act 55 6, 8, 9-10;
HLAVNICKA ET AL., supra note 9).

Published by Digital Commons @ University of Georgia School of Law, 2020

7

Journal of Intellectual Property Law, Vol. 26, Iss. 2 [2020], Art. 6

J. INTELL PROP. L

310

[Vol. 26:2

laws.42 Yet, despite the additional sanctions, Congress later enacted other statutes
to further combat the counterfeiting problem.
Two other supplementary statutes that are aimed at fighting counterfeiting
43
are the Stop Counterfeiting in Manufactured Goods Act (SCMGA) and the
Prioritizing Resources and Organization for Intellectual Property (PRO-IP) Act
of 2008.44 Both of these statutes provide increased protections for trademarked
goods. The SCMGA was "drafted to close a loophole in existing trademark law
by prohibiting the trafficking of labels, tags, and various types of packaging
45
bearing counterfeit marks." Prior to this piece of legislation, traffickers could
simply move goods with unattached counterfeit labels into the United States and
46
later attach them to the products. Thus, the Act helped to remedy this in two
ways: (1) it extended forfeitable property to include the equipment used to make
47
the counterfeit products; and (2) it required the destruction of the forfeited
counterfeit goods.48
Like the SCMGA, the PRO-IP Act of 2008 also provides for increased
49
protections against counterfeiting. The PRO-IP Act of 2008 is one of the most
comprehensive of the supplemental trademark statutes. The Act worked to
50
increase civil and criminal penalties for all intellectual property offenses, create
5
new interagency advisory committees, 1 develop a federal grant program
52
supporting law enforcement training and increasing enforcement resources,

42 See S. REP. No. 104-177, at 2 (1995) ("S. 1136 seeks to correct the deficiency by making
sure that Federal law adequately addresses the scope and sophistication of modem
counterfeiting. The legislation provides important weapons in the fight against counterfeiters
in four principal areas. First, it increases criminal penalties for counterfeiting and allows law
enforcement to fight counterfeiters at the organizational level by making trafficking in
counterfeit goods or services an offense under the Racketeer Influenced and Corrupt
Organizations (RICO) Act, thereby providing increased jail time, criminal fines, and asset
forfeiture against those involved in criminal counterfeiting enterprises.").
43 Stop Counterfeiting in Manufactured Goods Act, PUB. L. No. 109-181, 120 Stat. 285
(2006) (amending 18 U.S.C. § 1 (2012)).
44 Prioritizing Resources and Organization for Intellectual Property (PRO-IP) Act, PUB. L.
No. 110-403, 122 Stat. 4256 (2008) (amending federal intellectual property law).
45 Wilson et. al., supra note 8, at 533 (citing Stop Counterfeiting in Manufactured Goods
Act, PUB. L. No. 109-181, 120 Stat. 285 (2006)).

46 Id.
47 Id.
48

Id.

49

Id.

Id. (citing Prioritizing Resources and Organization for Intellectual Property (PRO-1P)
Act § 103-04) (noting that "statutory damages for counterfeit goods were doubled from $500$100,000 to $1,000-$200,000, and statutory damages for the willful use of a counterfeit mark
doubled from $1 million to $2 million") (citation omitted).
s Id. at 534 (citing PRO-IP Act 5301(b)(3)(A)).
52 Id. (citing PRO-IP Act §401).
50
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enhance civil and criminal forfeiture provisions, 53 and coordinate efforts across
federal agencies.54
The Lanham Act, combined with these supplemental pieces of legislation,
have therefore worked in tandem to help trademark owners in protecting their
marks from counterfeiters. However, these statutes still do not deter the vast
number of counterfeiting that still occurs, nor do they provide the full-extent of
relief many trademark owners desire. While federal legislation protecting
trademarks is important, in some cases, state law is just as important to take note
of when filing. Because some states might have greater protections or ways of
assisting trademark owners in courts, knowing state statutes and previous rulings
of similar types of cases appears critical when determining where to file an online
trademark counterfeiting suit.

3. State Legislation and Remedies Against Counterfeiting. Each state has its own
statutory framework controlling trademark registration and enforcement.5 5 If a
trademark infringement occurs within a state, a plaintiff brand owner can bring
both state and federal claims, regardless of the place in which the goods were
with created or sold, since states have concurrent jurisdiction with federal:
courts. 56 If a trademark is federally registered, it enjoys a wider scope of legal
protections than a non-registered or state-registered mark since the trademark
owner will be able to obtain jurisdiction in every state. 57 This is important for.
trademark owners to note because anti-counterfeiting laws vary state-by-state
and can sometimes differ from federal legislation regarding trademarks as well. 58
Although all fifty states have enacted some anti-counterfeiting legislation, there
is "substantial variation across states in terms of the comprehensiveness of anticounterfeiting legislation regarding civil remedies and criminal sanctions..."5
a. Civil Remedies. Every state has an anti-counterfeiting statute which allows
trademark owners to obtain civil injunctions and monetary damages for claims
of infringement. 60 Based on a recent empirical study on state counterfeiting
legislation, we now have a better understanding of how states treat trademark
counterfeit claims differently from federal law and from each other. While almost
every state (with the exception of Colorado and North Carolina) consider the
civil seizure and destruction of counterfeit goods to be important, the seizure of
the equipment used to make the counterfeit goods is only required in
California. 61 As some scholars have noted, "[i]n this regard, counterfeit articles
Id. (citing PRO-IP Act §201, 206-07).
Id. (citing PRO-IP Act 301).
55 Id. at 534 (citing HLAVNICKA ET AL., supra note 9, at § 9.02).
56 Id.
57 Id. at 534-35.
53

54

58 Id.

(citing HLAVNICKA

ET AL., supra note

9, at § 9.02).

59 Id. at 536.
60

Id.

61

Id. at 538-39.
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are seized and destroyed, but offenders are left with the tools necessary to
produce more counterfeits. This appears to be inconsistent with the seizure and
62
destruction policy states have otherwise embraced."
In terms of awarding damages for trademark counterfeits, all fifty states have
63
statutes providing for some form of monetary remedy. All states also set
maximum damage awards, but only Georgia has set a nurimum damage award
64
($10,000) for trademark counterfeit infringement. The maximum damage
65
awards in the different states, however, vary tremendously. Furthermore, the
types of damages also vary. Nineteen states provide awards that are a
66
"combination of profits, damages, or cost of litigation." A number of states
67
Such an
also provide for "damage enhancements for specific situations."
example of damage enhancements might include awarding costs and attorneys'
68
fees when awarding damages. Additionally, twenty-five states provide other
damages such as three times profits or treble damages, or in some cases, both, if
the infringer had either knowledge, bad faith, intent to deceive and/or was willful
69
in their infringement. A slightly lower number of states (eleven), provide for
70
three times the actual profits and/or damages. One state, Arizona, also offers
an alternative statutory damages scheme in addition to treble damages, attorney
fees, and costs of the greater amount between either $500 per counterfeit or the
7
manufacturer's suggested sale price (MSRP) times the number of counterfeits.
Based on the data collected, most states seem to have a relatively consistent
in providing civil remedies for trademark counterfeiting
approach
infringement. 72 The biggest difference between the states centered primarily on
73
how damage awards were calculated.

62 Id. at 539.
63
64
65

Id.
Id. at 539-40.
Id. at 540-41.

Id. at 541.
Id. It is perhaps interesting to note that most state statutes do not elaborate on the types
of "specific situations" which might give rise to enhanced damages of this sort. While it has
usually been construed to apply in situations of willful infringement, the vague language
affords judges to exercise wide discretion.
68 Id.
69 Id.
70 Id. at 542.
6

67

7'

Id.

72

Id.
Td

73
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b. CnminalSancions. Although each state has a civil statute protecting
trademarks from anti-counterfeiting, not every state has imposed criminal
sanctions. 74 Most states that do have criminal statutes, however, are broad in
their construction and include product counterfeiting as well.75 Those states that
do not have a specific product counterfeiting of trademark statute had similar
types of criminal statutes, such as criminal simulation (fourteen states), 76 forgery
(six states), 77 and theft of trademarks (two states).78 In terms of trademark
protection, most states protect trademarks that have not been registered by either
the state or federal government,'79 with only a few states protecting only those
trademarks which had been registered by either the state or federal government. 80
Two states, Vermont and Wisconsin, serve as outliers because they require proof
of state registration in order to bring a criminal sanction against a trademark
infringer in that state.8
In addition to the varying types of criminal statutes throughout the states,
there is also a wide variation in criminal policy characteristics. 82 The most
common types of criminal policy characteristics are: penalization for value(thirty-nine states)83 and number of counterfeit items (twenty-three states);t2
penalty increase for prior offenses (thirty states);85 and destruction of counterfeit
items (twenty-seven states). 86 In addition to these policy characteristics, over
one-third of the states provide further penalties for the manufacturing of
counterfeit goods or marks (eighteen states) as well as the seizure of
instrumentalities (or equipment) used to make the counterfeited items.87 Where
the state criminal and civil statutes appear to diverge the most in terms of their
policy characteristics lies primarily with whether or not the infringer had an intent
to deceive or defraud the customer, and whether there was state registration of
the mark in order for there to be a prima facie case against the infringer.
Compared to the twenty-five states which allow for significant increases in

74 Id. at 543 (noting that New Mexico does not have any general criminal statute to protect
trademarks).
75 Id. (noting that forty-one states meet such criteria).
76 Id. at 543-44.
n Id. at 544.
78

Id.

79 Id. (noting that thirty-one states did this).
so Id. (noting that seventeen states did this).
81 Id. at 544-45.
82 Id. at 545.
83

Id.

84 Id.

as Id. at 545-46.
86 Id. at 546.
87

Id. at 546-47.
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damages and costs for an act of bad faith or intent on behalf of the infringer,88
fifteen states actually require an intent to deceive or defraud in order for there to
9
be criminal sanctions.8 Similarly, compared to forty-nine states, which require
9
registration at either the state or federal level, o nineteen states require state
91
registration in order to create a prima facie case against a counterfeiter.
Despite these general policy characteristics of state criminal statutes against
counterfeiting, there are some states which do not have any of these
characteristics. 92 Seven states do not incorporate any of these characteristics at
94
all, 93 and five of these states also do not require proof of intent. Most of the
remaining states only incorporate some of the policy characteristics described
95
above.
Similar in the way in which criminal policy characteristics vary across the
96
different states, so, too, do the punishments. According to the same empirical
study, forty-four states have misdemeanor charges for trademark counterfeiting
offenses,9 7 whereas forty-three states have felony charges for trademark
98
counterfeiting offenses. Furthermore, the fines imposed by the states also vary
widely. While most states do not set a minimum fine,99 every state does, however,
have a maximum fine."' Furthermore, while the maximum fines also vary
between states, most statutes provide for a range of values providing judges some
01
In terms of the actual dollar
discretion over the fine they should impose.
fine capped at $20,000.102
maximum
amount, twenty-nine states have a
greater than $100,000.103
are
that
Conversely, nine states have maximum fines
of the goods that have
value
the
Seventeen states use either the dollar amount or

88

Id. at 541.
at 547.
90 Id. at 537-38 (noting that Colorado requires no state or federal registration of a mark in
order to receive protection in civil court).
91 Id. at 547.
92 Id. at 548.
93 Id. (noting Alabama, North Dakota, Connecticut, Idaho, Nebraska, South Dakota, and
Wyoming exhibit these characteristics).
94 Id. (noting Connecticut, Idaho, Nebraska, South Dakota, and Wyoming exhibit these
characteristics).
89 Id.

Id.
Id. at 549-51
97 Id. at 550.
98 Id. at 551.
9s

96

99 Id. at 552 (noting that there are four states which do impose minimum fines for trademark
counterfeit infringement, including Colorado, Delaware, Illinois, and Iowa).
10 Id.

101 Id.
102 Id. at 552-53.
103 Id. at 553.
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been counterfeited (whichever of the two is higher). 04 One state, North
Carolina, serves as an outlier amongst all of the states because it gives the judge
full discretion as to the amount that should be imposed on the defendant
infringer. 105
Like the variation in fines between the different states, there is also a variation
in sentencing. Only eleven states have mandatory minimum sentences, while all
states (including those that have imposed minimum sentences) have maximum
sentences. 106 The sentence length also varies. Eighteen states have maximum
sentences of less than five years, 107 with three states' maximum sentence length
equaling less than a year of prison time.' 08 In contrast, some states have
maximum sentences that are much longer: four states have a maximum sentence
of ten to twenty years;109 two states have a maximum sentence of thirty years; 10
and then Texas, living up to its reputation as the "Lone Star State," is the lone
outlier with the greatest maximum prison time with ninety-nine years." Despite
these two extremes, half of the other states have more moderate sentencing with
an average of five to ten years of prison time. 112 Furthermore, all states with
criminal statutes against trademark counterfeiting (with the exception of threestates)11 3 have restitution policies in place which require the counterfeiter to
repay money or donate services for their infringement.114
4. PuttingitAll Together Which States Offer the Most ComprehensiveRemedial Schemes
for Protecting Trademarksfrom Counterfeiters. Given the variances in civil remedies
and criminal sanctions across states, it is easy to see how some states might offer
greater protections for trademarks across the board (i.e. both civilly and
criminally) and how some states can offer greater or less protections in one of
those two categories. Trademark owners should take note of which states fall on
which end of the spectrum because of the variances in trademark protections.
Based on the findings compiled in the most recent empirical study, when the
data of the different states is collected into matrices, one can see which states
offer the greatest and least amount of trademark infringement protections.
According to the matrices, the states with the most protections across the board
include: Alaska, Arizona, California, Florida, Georgia, Hawaii, Iowa, Illinois,

104

Id

105 Id. at 553-54.

10
107

Id. at 554.
Id

108 Id. (noting that Nebraska has a maximum sentence of only three months, and that Maine
and Idaho both have maximum sentences of six months).

10

Id. at 555 (citing Georgia, Illinois, Maryland and Utah's criminal codes).
110 Id. (listing Florida and Tennessee).
111 Id
112

Id

113 Id. (noting Alaska, Delaware, and West Virginia).
114 Id
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Indiana, Kansas, Kentucky, Massachusetts, Minnesota, Missouri, Mississippi,
Montana, New Jersey, Oregon, Pennsylvania, South Carolina, Tennessee, and
Washington." 5 Conversely, on the other end of the spectrum, the states with the
least amount of protections across the board include: Colorado, Louisiana,
116
Some states
Maine, North Dakota, Nebraska, South Dakota, and Vermont.
but low
remedies,
civil
high
either
had
and
extremes,
fell between the two
Mexico,
Texas,
criminal sanctions (including Arkansas, Connecticut, Idaho, New
17
high
but
remedies,
civil
low
or
Wyoming),'
and
Virginia,
Utah, Wisconsin, West
North
Michigan,
Maryland,
Delaware,
Alabama,
criminal sanctions (including
Carolina, New Hampshire, Nevada, Ohio, Oklahoma, Rhode Island, and
Virginia)." 5
Noting the differences in how states have written their civil and criminal
trademark laws is critical for trademark owners seeking to enforce their mark in
courts. If given the option of filing in several states, trademark owners should
carefully consult which states afford them the greatest protections as well as
provide them the most opportunity to collect monetary damages or other
remedies.
B. FORUM SHOPPING: THE TRADEMARK OWNER'S RESPONSE

1. Looking at the Numbers. This Note has previously examined the various
remedies available at the federal and state level, and how those remedies change
depending on where a case is filed. This Note has not yet examined, however,
how trademark owners have capitalized on those differences in filing their
counterfeit claims. In breaking down the number of online trademark counterfeit
suits filed in the United States over the last eighteen years by jurisdiction, it
appears that a number of trademark owners have utilized forum shopping tactics
in order to get the best results.
From 2000 to 2018, there were 1,420 total cases filed in the United States
which dealt with online trademark counterfeiting." Of those cases filed, nearly
all of them (1,398 of the 1,420 cases filed, or 98.45%) were filed in federal

115 Id.
116 Id.

at 559.

117 Id.
118 Id.
119 In order to obtain this number, the author utilized LexisNexis search tools. The
methodology was as follows: The phrase "online and trademark and counterfeit" was typed
into the LexisNexis advance search bar. The author then limited the search to include only
cases filed between 2000 and 2018. This gave the initial number of 1,377 online trademark
counterfeit cases. From there, the data was broken down even further by examining the
number of cases filed by circuit, state, and district.
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court. 1 20 In fact, most states that did have claims filed only had one or two in
total throughout the past eighteen years, with the exceptions of California, which
had three, and Ohio, which had five. But the differences in percentages of the
number of cases filed doesn't stop at the line between state and federal; the
number of cases filed can be further delineated between the different states
within the federal Circuit Courts of Appeals.
In breaking down these numbers, there were a disproportionate number of
cases filed within just three of the federal circuit courts: the Eleventh Circuit, the
Ninth Circuit, and the Second Circuit. In the span of eighteen years, these three
circuits have heard 961 of the total 1,420 online trademark counterfeiting cases
filed in the United States, which approximates to 67.68% of all the cases filed.121
Of these three circuits, the Second Circuit had the least number of cases
filed-with 17.46% of all online trademark counterfeiting cases being filed there.
In total, there were 248 cases filed in the federal courts within this circuit with
226 of those cases being filed in the federal district courts of New York.1 22 In
particular, however, the Southern District of New York saw the most filings
within this circuit, with 173 of the total 248 cases filed throughout the whole
Circuit were filed here123 To put that number into perspective, that means that
.75.22% of the total 17.74% of all cases filed in this Circuit were filed in thisparticular district court. That is a high volume of cases coming from a single
district over such an extended period of time.
The Ninth Circuit had slightly more cases filed than the Second Circuit, with
343 total number of online trademark counterfeiting cases filed-comprising
24.15% of all online trademark counterfeiting cases filed in the United States.
Just as in the Second Circuit, there was one state within the Ninth Circuit which
had a disproportionately higher number of online trademark counterfeiting suits
compared to the other states within the circuit. Of the 343 cases filed in states
within the Ninth Circuit, 262 of them were filed in the federal district courts of
California. More interesting still is the fact that, of these cases filed in California,
the Central District of California by far had the highest number of cases filed
both in California and in the circuit as a whole, with 149 cases filed. For
perspective, that figure translates to about 10.66% of all online trademark cases
120 See Table 1: A Side-by-Side Comparison of Online Trademark Counterfeiting
Cases Filed
in Either State or Federal Courts (comparing the number of federal cases filed with the number
of state cases filed).
121 See Table 2: A Side-by-Side Comparison of Online Trademark Counterfeiting Cases Filed
in the Federal Circuit Courts (comparing the number of cases involving online trademark
counterfeiting cases filed within each Circuit).
122 See Table 3: Breaking Down Online Trademark Counterfeiting Cases Filed in the Three
Most Active Federal Circuit Courts by State (breaking down the number of online trademark
counterfeiting claims by state within each of the Federal Circuit Court of Appeals).
123 See Table 4: Breaking Down Online Trademark Counterfeiting Cases Filed in the Three
Most Active Federal District Courts by Each District (comparing the number of online
trademark counterfeiting claims by federal district court).
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filed in the United States federal courts being filed in the Central District of
California.
Of the three circuits, the Eleventh Circuit had the greatest number of cases
filed, with 370 total cases, making up about 26.06% of cases filed in the United
States. Again, the pattern of one state having a significantly higher number of
cases continues. Of the federal district courts within this Circuit, Florida has a
disproportionally high number of cases filed in comparison to the other states in
this Circuit, with 349 of the 370 total cases filed in the Eleventh Circuit being
filed in Florida. But just like New York in the Second Circuit, and California in
the Ninth Circuit, it is interesting to note the fact that 310 of these cases filed in
this circuit were filed in the Southern District Court of Florida. That is a
staggeringly high number of cases, approximating close to 22.17% of all online
trademark counterfeiting suits filed in the United States federal courts in the past
eighteen years.
The high volume of cases filed in these circuits, particularly in the Eleventh
Circuit, seems distinctive in comparison to the other circuit courts, particularly a
few such as: the Eighth Circuit (which had only 31 total cases filed); the Tenth
Circuit (which had only 27 total cases filed); the First Circuit (which had only 22
124
total cases filed); and the D.C. Circuit (which had only 12 total cases filed).
The fact that more than half of the online trademark counterfeit suits filed in the
United States are filed in just two districts, the Eleventh and the Ninth Circuits,
versus the D.C. Circuit, which makes up less than 1% of all cases filed in the
United States, is perplexing and warrants further examination.

124 See Table 2: A Side-by-Side Comparison of Online Trademark Counterfeiting Cases Filed
within Each of the Federal Circuit Courts.

https://digitalcommons.law.uga.edu/jipl/vol26/iss2/6

16

Feagle: Fighting the Faceless Foe Known as the Online Trademark Counterfe

FIGHTING THE FACELESS FOE

2019]

319

2. Tables of Figures (Includes Tables 1-4).125
a. Table 1: A Side-by-Side Comparison of Online Trademark Counterfeiting Cases
Filedin EitherState or FederalCourts.
Where Case Was Filed
Federal Court

1,420

State Court

125

Number of Cases Filed

22
California

3

Indiana

2

New Hampshire

1

New Jersey

2

New York

2

North Carolina

1

Ohio

5

Pennsylvania

2

Tennessee

1

Texas

1

Washington

1

Nevada

1

See supra note

119.
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b. Table 2: A Side-by-Side Comparison of Online Trademark Counterfeiting Cases
Filed Within Each of the FederalCircuit Courts.

Circuit's
Percentage of
Total Cases
Filed in Federal
Courts

Circuit's
Percentage
of Total
Cases Filed
in Both
Federal and
State Courts

First Circuit

22

1.57%

1.55%

Second Circuit

248

17.74%

17.46%

Third Circuit

54

3.86%

3.80o

Fourth Circuit

75

5.36%

5.28%

Fifth Circuit

64

4.58%

4.51%

Sixth Circuit

70

5.00%

4.93%

Seventh Circuit

82

5.87%

5.77%

Eighth Circuit

31

2.22%

2.18%

Ninth Circuit

343

24.54%

Tenth Circuit

27

1.93%

1.900%

Eleventh Circuit

370

26.47%/0

26.06%

D.C. Circuit

12

0.86%

0.85%
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c. Table 3: Breaking Down Online Trademark Counteifeiting Cases Filed Within
the Three MostActive FederalCircuitCourts by Each State.

Circuit/State

Number of
Cases Filed

Percentage
of Cases
Filed in that
Circuit

Percentage
of Cases
Filed in U.S.
Federal
Courts

Eleventh

370

Circuit
Alabama

6

1.62%

0.43%

Florida

349

94.32%

24.96%

Georgia

15

4.05%

1.07%

343

-

24.54%

Ninth Circuit

26.47%

-

Alaska

0

0.00%

0.00%

Arizona

8

2.39%

0.58%

262

78.21%

18.93%

Hawaii

1

0.29%

0.07%

Idaho

2

0.59%

0.14%

Montana

0

0.00%

0.00%

Nevada

29

8.66%

2.10%

Oregon

17

5.07%

1.23%

Washington

16

4.78%

1.16%

California

Second

248

17.74%

Circuit
Connecticut

New York
Vermont

15

6.17%

1.08%

226

93.00%

16.33%

2

0.83%

0.14%
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d. Table 4: Breaking Down Online Trademark Counterfeiting Cases Filed Within
the Three Most Active States by Each FederalDistrictCourt.

State/District

Number of
Cases Filed

Percentage of
Cases Filed in
that District

Percentage of
Cases Filed in
U.S. Federal
Courts
17.74%

California

248

Northern

73

29.44%

5.22%

Southern

15

6.05%

1.07%

Eastern

11

4.44%

0.79%

Central

149

60.08%

10.66%

Florida

349

Northern

1

0.29%

0.07%

Southern

310

88.83%

22.17

Middle

38

10.89%

2.72

New York

230

-

24.96%

16.45%

Northern

4

1.74%

0.29%

Southern

173

75.22%

12.37%

Eastern

47

20.43%

3.36%

Western

6

2.61%

0.43%
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3. Comparing the Remedial Framework of States with the Highest Volume of Online
Trademark Counterfeiting Cases with States with the Lowest Volume of Online Trademark
CounterfeitingCases. It is interesting here to note the correlation between the states
with the greatest remedies/sanctions available to plaintiffs suing for trademark
infringement/counterfeit and states with the greatest number of filings of online
trademark infringement claims. Charting this data out in terms of civil and
criminal index quadrants shows that the states with the highest civil remedies and
criminal sanctions include: Alaska, Arizona, California, Florida, Georgia, Hawaii,
Iowa, Illinois, Indiana, Kansas, Kentucky, Massachusetts, Minnesota, Missouri,
Mississippi, Montana, New Jersey, New York, Oregon, Pennsylvania, South
Carolina, Tennessee, and Washington.1 26 Of these states listed, three of them
(California, Florida, and New York) are also the states with the greatest volume
of online trademark counterfeiting suits filed.1 27 In contrast, the states with the
lowest civil remedies and criminal sanctions include: Colorado, Louisiana, Maine,
North Dakota, Nebraska, South Dakota, and Vermont.1 28 None of these states
had anywhere near the volume of online trademark counterfeit filings as the three
states with the highest volume of filings. Louisiana had four cases, Colorado had
eight cases, Maine and Nebraska each had one case, North Dakota and South
Dakota both had no cases, and Vermont had two cases. 129
These numbers illustrate that some states see an overwhelmingly higher
volume of cases compared to other states, but that does not seem to be the end
of the story. First, Louisiana (with eight) and Colorado (with five) both had more
cases than some states in even the circuits with some of the highest volume of
online trademark counterfeiting suits filed. Second, although some states have a
remarkably higher number of cases filed compared to other states, that still does
not account for the fact that some districts have a higher volume of cases within
the states themselves. Indeed, personal jurisdiction would seem to lie in most any"
jurisdiction where the counterfeit goods are sold, and many trademark owners"
are not filing in their state of incorporation. In fact, Delaware, which has high
criminal sanctions but low civil remedies for trademark infringement, 130 had only
had one case filed for online trademark counterfeiting over the past eighteen
years.131 Thus, there seems to be something other than either the remedies
available to each state or where the brand happens to be incorporated.

Wilson et al., supra note 8. (emphasis added).
See Table 3: Breaking Down Online Trademark Counterfeiting Cases Filed in the Three
Most Active Federal Circuit Courts by State
12 Wilson et al., supra note 8.
126
127

129
130
131

See supra note 119.
Wilson et al., supra note 8, at 559.
See supra note 119.
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4. Understanding W/y Online Trademark Counterfeiting Cases are FiledPredominately
in Florida:A Closer Look at Tiffany (NJ) LLC v. Benefifortzffany.com. In order to
understand why trademark owners are filing their online trademark counterfeit
suits in some federal district courts over others, it is best to start with the statutes
and case law of those particular jurisdictions. A comparison of the different
statutes helps to elucidate how or why some states are more favorable than
others. Unfortunately, such an examination does not explain why some districts
within those states are also more favorable than others. The best way to
understand why certain districts are more favorable than others is to look at the
different courts' application of the state and federal statutes' language concerning
remedies; this can illuminate how even with virtually identical laws (both federal
and state) being applied, different courts can award vastly different statutory
damage awards for similar cases based on the discretion afforded to them in the
Lanham Act's language. Such an analysis can bring to light whether there is a
level of predictability in how some courts award either higher or lower damage
awards in comparison to courts in other jurisdictions.
For the purposes of this Note, a "typical" online trademark counterfeiting
case filed in the Southern District Court of Florida will be examined. The
typicality of the case lies in its fact pattern, which was chosen because the factual
background was characteristic of many surveyed online trademark counterfeiting
claims. In looking at this particular case, this Note will shed more light on why
this particular court has been consistently more favorable to trademark owners
filing online trademark counterfeit claims than other courts by looking at the
court's language in their opinion.
32
Tiffany (NJ) LLC c. Benefiforiffany.CoM1 provides insight into why trademark
owners are choosing Florida federal district courts over other courts. The
language of the opinion illustrates how Florida courts have liberally interpreted
the Lanham Act's language concerning the court's ability to award statutory
damages in trademark counterfeiting cases.1 33 In this particular case, the plaintiff,
Tiffany (NJ) LLC, brought an action for default judgment against a group of
defendants who operated commercial websites advertising and offering for sale
34
counterfeit goods bearing the Tiffany mark.1 The defendants named in the suit
were a collection of unnamed individuals and unincorporated associations who
were listed only by defendant number and corresponding domain name in an
135
attached Schedule provided by the court.

132 U.S. Dist. LEXIS 153404 (2016).
133 See id. at 20-21.
134 Id. at 3.
135 Id. at 1 (listing eighty-one different defendants in Schedule "A," with most of those
eighty-one defendants operating more than one domain name selling counterfeit goods).
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Plaintiff brought the action for default judgment under both federal and
common law after the defendants failed to file any answer or appear in court for
this case. 136 In addition to the default judgment, plaintiff requested a permanent
injunction pursuant to the transfer of the domain names from the defendants'
control to plaintiff, statutory damages of $100,000 under the Lanham Act, and
other statutory damages ($10,000) for cyber-squatting.1 37 In response, the court
granted the plaintiffs motion for full relief-including the statutory damages and
138
transfer of domain names.
To support its grant of relief, the court cited to both the broad discretion
afforded by the language and purpose of the Lanham Act, as well as to cases
previously decided in the district. In terms of injunctive relief and the transfer of
control of the domain names, the court noted that the Lanham Act gives the
court broad discretion, stating that "[t]he Court's broad equity powers allow it to
fashion injunctive relief necessary to stop Defendants' infringing activities.
District courts are expressly authorized to order the transfer or surrender of
domain names in an in rem action against a domain name."139 Similarly, the court
reasoned that it can give the full $100,000 in statutory damages requested by the
plaintiff because "...Congress enacted a statutory damages remedy in trademark
counterfeiting cases because evidence of a defendant's profits in such cases is
almost impossible to ascertain." 140 The court further reasoned that long-standing
precedent made such an amount reasonable in light of the circumstances of the
case. 141 Although the court cited to the purpose of the statute and to previous
cases which have been decided similarly, it is important to note that the court
does not explain why it chose the particular amount of statutory damages any
further.

136 Id. at 4 (noting, however, in footnote one of the Court's opinion that Defendant 57 sent

an email back to plaintiffs counsel following service).
137 Id. at 5.
138 Id. at 23-29.

13

Id. at 17.

140 Id. at 19-20.
141 Id. at 20-21 ("This sum is in line with awards entered in similar cases.") (citing Louis

Vuitton Malletier, S.A. v. 2016bagsilouisvuitton.com, Case No. 16-cv-61554-DPG (S.D. Fla.
Sept. 20, 2016); adidas AG et al v. adidashoodie.co.uk, Case No. 15-cv-62132-KAM (S.D. Fla.
May 27, 2016); Gucci America, Inc. v. 2016replicahandbag.com, Case No. 16-cv-60181-DPG
(S.D. Fla. April 29, 2016); Tiffany (NJ) LLC v. 2015tiffanyshop.com, Case No. 15-cv-62438FAM (S.D. Fla. Feb. 29, 2016)) (all awarding plaintiff $100,000.00 against each defendant).
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III. ANALYSIS

The growing number of online trademark counterfeiting claims demonstrates
that this is an area of the law that warrants more discussion if the problem is ever
to be solved. To best illustrate the problem and how it should be resolved, it is
useful to return to the analogy of Hercules fighting the Hydra. When we last saw
our hero, his defeat seemed inevitable. Hercules was staring into the eyes of his
enemy with no way of defeating the Hydra on his own. Tired, frantic, and on the
verge of death, Hercules cried out in desperation for his nephew, Iolaus, to come
to his aid. As lolaus rushed towards the beast with his torch, he began to
cauterize each of the severed necks almost as soon as Hercules could cut off one
of the Hydra's heads. The two worked tirelessly until finally, with only one
immortal head remaining, the goddess Athena appeared from the heavens and
handed Hercules a golden sword. It was only with this golden sword that a mortal
could slay the last remaining head of the Hydra. Armed with this new weapon,
the determined Hercules took one last heroic lunge at the Hydra and slashed its
sole remaining head. The heroic battle between beast and man had finally come
to an end.
As in the tale of Hercules and the Hydra, the trademark owners who face
these anonymous online counterfeiters must rely on the court's discretion of
awarding remedies under the Lanham Act much in the same way that Hercules
relied on his nephew, Iolaus, to help defeat the Hydra. As one can see from this
analogy, while Iolaus' efforts certainly aided Hercules' mission to defeat the
Hydra, his help could only do so much. It was not until Athena appeared with
the golden sword that Hercules was able to destroy his enemy. Similarly, although
courts such as the Southern District of Florida or the Southern District of New
York have exercised their discretion in a way that is favorable to trademark
owners seeking relief, the analogy nevertheless elucidates how such efforts on
behalf of the court only solve part of the problem.
As the numbers concerning forum shopping illustrate, the Lanham Act's
failure to provide more particularized instructions on how courts should award
damages has led to a majority of all online trademark counterfeiting claims to be
*filed in only a handful of jurisdictions. On the whole, this small handful of courts
are ultimately the ones providing the most consistently favorable results to
trademark owners. As a result, these courts have been forced to carry the burden
of taking on a more substantial caseload while trademark owners have been
forced to file claims in courts that are not always the most convenient for them.
While these two realities are enough to illustrate the problems of the Lanham
Act's remedial scheme for counterfeit trademarks, the biggest problem appears
to lie in the Act's failure to adequately deter online counterfeiting of trademarks.
Although there does not appear to be a solution which would eradicate the
problem of online trademark counterfeiting completely, there are ways to
potentially lessen the number of online trademark counterfeiters, or at a bare
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minimum, lessen the amount of forum shopping done by trademark owners
seeking relief. One way to accomplish this goal is to have Congress amend the
remedial language of the Lanham Act in order to provide courts with more
guidance in how they award statutory damages. By amending the language of the
Act, courts can approach cases with a more solidified and singular objective, thus
creating more uniformity amongst different jurisdictions in how they award
statutory damages.
The uniformity created by the amendments to the language concerning
statutory damages would likely have a two-pronged effect. First, because courts
will by applying damages consistently across different jurisdictions, the desire for
trademark owners to forum shop for courts with more consistent, favorable
rulings will likely start to diminish. Rather than filing in Florida, New York, or
California simply because those jurisdictions have historically been more
favorable to plaintiffs, trademark owners will instead file in a forum court that
will likely serve as the most convenient option. Such a change would then not
only unload some of the burden that has been placed on a small number of courts
but also reduce some of the costs associated with filing in a jurisdiction that is
not the most convenient option for a plaintiff trademark owner.
The second likely effect created by a more uniform award of statutory.
damages amongst the different courts will be greater deterrence of online
trademark counterfeiting. If the language of the statute provides for strict,
standard statutory damage awards, then counterfeiters will more likely feel
deterred from engaging in counterfeit activity since the penalties for
counterfeiting will be more clearly defined. Though such a change would not
eliminate online counterfeits altogether, it would combat the problem much
better than existing language. As such, the possible benefits which could occur
as a result of amending the Lanham Act's language concerning statutory damages
for counterfeiting violations demonstrate that such a change is warranted and
would likely be worth the effort.
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IV. CONCLUSION

The analogy of Hercules fighting the Hydra which has woven its way through
this Note serves to illustrate both the problem, and the possible solution, to
forum shopping in online trademark counterfeiting cases. As the empirical data
breaking down the number of online trademark counterfeiting suits by federal
and state courts demonstrates, trademark owners have capitalized on forum
shopping tactics in order to obtain the best relief possible. The reason trademark
owners have consistently favored the Federal District Court for the Southern
District of Florida is likely because the Lanham Act gives courts great deference
in exercising their discretion as to how much statutory damages to award in a
particular case. Unlike other courts, the court in this jurisdiction has capitalized
on the on this broad grant of discretion by consistently awarding higher statutory
damages to trademark owners. In order to combat the problem of forum
shopping, while simultaneously making relief awarded more favorable and
uniform across different jurisdictions, Congress should amend the language of
the Lanham Act to provide a more consistent framework of how courts should
go about awarding statutory damages in cases of counterfeit trademarks.
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